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So What If the Patent Guy Doesn't Understand? 

This Patent Stuff and My Semiconductor Business – Part 26 

Welcome to this post about patents and chips. Not a lot has been written about this combination, but there is a lot to 

know, especially for the innovators and entrepreneurs themselves. In this three-weekly series, I talk about various aspects, 

from a dual perspective of a patent agent and a semiconductor entrepreneur. If you like the article and read it on LinkedIn, 

give it a thumbs up, and/or click on Follow. If you like to work with us for your next patent, "contact us" info is on 

www.icswpatent.com. You can also subscribe/unsubscribe for short email alerts when the next post is available. 

 

It's a big deal, actually. Unfortunately, it happens a lot. Patent 

practitioners usually get a wide range of inventions that they need to 

patent, but you can't be an expert in everything, can you? Maybe if, as a 

patent practitioner, you focus on inventions like a new method of 

swinging on a swing (US 6,368,227, I think Steven and Peter Olson are 

geniuses, by the way), then it won't take too much time to get familiar 

with the inventions. But for anything as broad as chip architectures, and 

methods to get things done electronically, it can take considerable time 

to get up to speed. Read on to understand possible consequences if your 

practitioner doesn't understand what you've achieved: 

Perhaps you've provided him with a scientific article you wrote. Perhaps, for the article, you considered writing just 

enough that it would be published by the magazine you target. But you didn't really want to give away your secret, so 

you brushed over a couple of things, didn't make much of a point of something else, added some measurement results 

of a prototype, and concluded identifying some work you plan to do next year. You focused in the article on the prototype 

you made. Beautiful article! But for a patent, it could become a disaster. Say, your practitioner touches it up a little bit 

so that it has some nice legal sounding language in it ("Let us now turn to a block diagrammatic representation of an 

embodiment of blah blah"). Overall, he leaves the article intact. Then, he adds some claims, a summary, and an abstract. 

Where does he get the claims from? Well, he read the article, spoke with you, picked up that you were so enthusiastic 

about the semiconductor process you used, and that a key feature that you are happy about is an interface that allows 

a user to change something. He writes a claim 1 that describes your prototype and the circuit or blocks that do the trick, 

and adds the interface. He mentions the semiconductor process in a dependent claim. Etc. He lets you read the 

application, you recognize all your inputs, so you are happy and tell him to file the application. 



Eleven months later, he receives an office action—a letter from the examiner at the patent office. There were twenty 

claims, and they are all rejected. But he told you in advance that that is quite normal, so you're not worried. He'll take 

care of it. He does. He reads the office action, and finds there are several reasons for the rejection. One of them is that 

something is vague (a rejection under 35 USC 112), and he needs to fix it. Another one is that the examiner says that it is 

obvious, because two or three other, older, patents together have all the stuff that is in claim 1. He reads the older 

patents, and sees that they are using all the same words that you have in claim 1. He calls you up. 

After hearing what's up, you clarify the thing that was vague. It was in the things that you brushed over, and the other 

thing that you hadn't made a point of. Now your guy starts to understand the invention, sort of. He's quiet for a couple 

of seconds, then changes the subject to the obviousness rejection. He shows you the prior patents, and you're shocked, 

because they are, although in the same field, about totally different problems. He assures you (correctly) that these prior 

patents are legitimate prior art, and that he will have to deal with them. You notice that, although the older patents use 

the same words as you did, one of them meant something else with one of the words. You discuss with him, and he 

hadn't expected it before, since he never tried to fully understand your invention. Unfortunately, he hadn't defined the 

term in the application, so he cannot introduce that at this stage. Anyway, he knows how to proceed. "Don't worry, I'll 

get you the patent!" 

He does. How? He moves a feature of the semiconductor process that you liked so much from the dependent into claim 

1. He also changes ("amends") some of the language that was determined vague, and writes something else. You think 

it is even vaguer, because now you don't understand the meaning of claim 1 anymore. He submits his response to the 

office action, including the amendments, and two months later the patent is allowed. 

What just happened? 

He got you a patent that is worse than worthless. He gave away your technology. Neither the interface, nor the foundry 

process, should have been in claim 1, because they are not essential for your invention. A competitor can just use a 

different foundry process, or make something without the interface, and freely use your invention. A competitor that 

wants to use the same process and also provide an interface, can refer to the new vague language that doesn't describe 

your invention anymore. If you want to go into a court battle over it, it will cost you millions of dollars. Oh, and by the 

way, since your guy didn't understand your invention, he also forgot to mention that the order of two blocks could be 

reversed, and that the processor could be replaced by a hardwired circuit. A competitor who did understand your 

invention can just slightly change the architecture, and achieve the same without infringing the patent. 

You're not aware of all that, though. Nobody told you the consequences of what happened. Your guy just happily called 

you up and congratulated you with the patent. He's very happy to work with you, because working together has been so 

efficient for both of you. Couldn't be better! 

A couple of months later, you call him, because you have finished some of the work you were planning, and are ready to 

file a patent for it. Since by now, he better understands what your first invention was about, and picks up about the new 

one fast. He says he will check something, and call you back. A few weeks later, you haven't heard from him, so you give 

him another call. He hesitates a bit, and finally tells you that there may be a small issue. In your first patent, and in the 

article you subsequently published, you had identified the problem and mentioned that you'd work on it. But now that 



he understands the invention, he also understands that you already hinted at the solution. It is longer than a year ago 

that you filed the original patent application. Your first patent will likely be used as prior art in an obviousness rejection. 

You need to add something else new, because by itself your current invention will no longer be patentable. 

 

The story I just outlined is only partially made up. But it is exemplary for real-life situations. Would something similar 

happen if the practitioner doesn't work from a scientific article? Unfortunately, yes, there are many such examples. A 

scientific article has other objectives than a patent application, and shouldn't be used for it. But the root cause of the 

problem is that the inventor and practitioner are not communicating sufficiently (it is hard!), and that some practitioners 

accept not fully understanding an invention—because investing the time to learn the invention can be very expensive.  

I'm glad that the above didn't happen to any of my patent customers. Make sure it won't happen to you, either. Spend 

enough time with your patent representative to fully explain the invention, in great detail. Don't be afraid to ask how 

familiar he or she is with your technology. If you get a vague answer, explain as if you're explaining to a new colleague, 

who just graduated from college. Don't assume that saying something once will be sufficient. Circle back to know how 

much he or she understood, and be there to answer questions. Make sure they can call you up whenever there's a 

question. He or she may not be up to date with all related technologies that you interface with or refer to. Help him or 

her out of acronym hell. If this sounds like a lot of work, relax, it isn't so bad. And, you'll easily save back the time once 

you get the first draft of the patent.  
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Disclaimer 

Please do not construe anything in this article as legal advice: it isn't. The article contains my private opinions, based on 

experience as a semiconductor industry entrepreneur and as a patent agent fighting for the inventor and the 

entrepreneur. If you need a strong patent on your circuit and/or system, I might be your guy. 
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